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1 M Responsive to communication(s) filed on 05Mav2003 . 
2a)H This action is FINAL. 2b)Q This action is non-final. 

4) |3 Claim(s) U38 is/are pending in the application. 
4a) Of the above claim(s) 1 and 8-31 is/are withdrawn from consideration. 

5) IS Claim(s) 35 and 38 is/are allowed. 

6) E| Claim(s) 2-7.32-34.36 anrf.?7 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement 

Application Papers 
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Attachments) " ° ^ ^ d ° meStiC 35 " S ° §§ 12 ° and/ ° r 121 " 

1) □ Notice of References Cited (PTO-892) i — i , . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 2 H ^ t fT™* N ° (S) - ■ 

«H information Disclosure Statement's) (P?0-1449) Paper Nojs) M . % Q S£ °' (PTO " 152 ) 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 27 



# 

Application/Control Number: 09/728,421 
Art Unit: 1644 



Page 



RESPONSE TO APPLICANT'S AMENDMENT 



1 . Applicant's amendment, filed 5/5/03 (Paper No. 26), is acknowledged. 
Claims 32-38 have been added. 
Claims 2-7 have been amended. 
Claims 1-38 are pending. 



Claims 1 and 8-3 1 in full, and claims 3-7 as they read on the non-elected nucleic acid ofSEO ID NH l 

1 J Z m ? 8 drBwn t0 a nonelected invention, there being no allowable generic or linkiL 
claim. Election was made without traverse in Paper No. 21 based upon an inco^^oZ 8 

^1 m r 1 1 1 " 018 3 ' 7 10 n ° W reClte Sub ^ Ct matter «f Group I (as set 
ronn in raper Mo. 1 8), a group non-elected without traverse in Paper No. 2 1 . 1 

P^tide tsSm C, T^ 3 " 7 thCy rdate t0 3 " UdeiC add encod ^ a B ?RP1 

polypeptide (SEQ ID NOS.6, 1 1 and 16) are under consideration in the instant application. 



2 ' ACt V° n Wil i be in L reSp0nSe t0 a PP licant *s arguments, filed 5/5/03 (Paper No 26) 

The rejections of record can be found in the previous Office Action (Paper No. 23). 

It is noted that New Grounds of Rejection are set forth herein. 



Sequence Compliance 

of .he seouence ^ „a S suSS IZ^cggfSZ ^ 

toir a trc^of ri direc,ed f n , ce " atior \° f "* amen ' taen, fiw io/28 '° 2 ^ <*« « .» 

mn£m j . S f) ue "« Listag pending in the instant file. In addition the CRF file 
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Claim Rejections - 35 USC§ 112 second paragraph 

4. The following is a quotation of the second paragraph of 35 U.S C 1 12 

5. Claims 2-7, 32-34 and 36-37 are rejected under ^ n«jr no a 

S p™d« whS 7RP1 "-f " a " rela,ed "»^*«- 

STta SEO TO NOs7™ y ' SUbSta , n,ial SVmm * or » PolypepSdes set 

dSoSpTs «i rfL'^sar in *• descrip,ion ° f a " b7rpi 

drdciensuc ot B/KFl. Although the specification discloses on page 43 at lines 12 23 that 

forth supra frtowWRPr ^ PrWeln W ° Ul<l - «» 

C) The recitation of "high stringency conditions" in claim 2, as well as claims 1 7 mrf 17 « 

claimed. l ""' S ° f "" S phrase " 15 unclear » hi <= h conditions are actually 

It is again suggested that Applicant amend the claims to recite aoarticular set „f hvhriHi, „• a 
w^ndtttons, such as those „ * „„ page 24 of me ^SSSSS.^5SSST ^ 

aiis.i^.OTSsr' po,nt to 1 bas,s m fc s "- - - " * 
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Claim Rejections - 35 VSC§112 first paragraph 

6. The following is a quotation of the first paragraph of 35 U S C 112* 

7. Claims 2-7 and 34 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subiect matter 
which was not descnbed in the specification in such a way as to reasonably ^SSSSfetf* 

S rt ££r^, at w e time the appiication ™ fiied > had posseSr 0 ftr C a™ d e 

invention. The following written description rejection is set forth herein. 

The specification discloses the nucleic acids of SEQ ID NO 1 1 and SFO m xrn- 1 * „ a ■ 

polypeptides of SEQ ID NO:12 and SEQ ID NO: iHict [are 2 SSIS^SSf 

Applicant's arguments, filed 5/5/03, with respect to the amended claims have been fully considered but 
have not been found convmcing. Applicant's arguments are addressed below in the cSlT 
reiteration of the rejection of record in Paper No. 23 as applied to the amended and newt added claims. 
The amended and newly added claims recite: 

A) nucleotide sequences encoding "percent identity variants" of a B7RP1 polypeptide- 

SSSks :r prisi " s ■ - — ~ -Xa 

C) a nucleotide sequence which "hybridizes under high stringency conditions". 
The Guidelines for the Examination of Patent Applications Under the 35 U.S.C. 112 11 "Written 
S; Requirement make clear that the written description requirement for a cl medg nus may be 
satisfied through sufficient description of a representative number of species by actual Auction to 
practice reduction to drawings, or by disclosure of relevant, identifying chaiwLX^S^ie or 

cot^t ^ ^ ° r f ChemiCal Pr ° PertieS ' by &nCti0nal ^aracteristics'coupled w" n a ZwTTsZed 
correlation between function and structure, or by a combination of such identifying cL^istics 

09?U °Fri7 6 ^r^r in P ° SSeSS10n ° f thC ^ Re ^> Vo1^.TL es 
1099-1 1 1 1, Friday January 5, 2001, see especially page 1 106 3 rd column). 8 

ssixtSsssr ,he specificat,on does - appear ,o pro ^ - •*«- 

A) "Percent Identity Variants": 

B7 RP1 nn. PreVi t 0 H Sly "f haS disd ° Sed nucleic acids encodi ng two human and one mouse 
B7-RP1 polypeptide, and thus has disclosed only a limited number of nucleic acid "vanW' Th? i 



♦ t 

Application/Control Number: 09/728 ,42 1 

Page 5 

Art Unit: 1644 

Applicant argues in the response filed 5/5/03 that functionality is not essential to the invention and that 

on!" 7^ e K Sent,al - ^ Cl3imS n ° W recite 3 for the "coded polyp Si e "at fe^t 

one activ.ty characterise of B7RP1"). Applicant further argues that a recitation AZdertJ 
provides adequate structure to describe the instantly claimed polypeptides. * 

However, there does not appear to be an adequate written description in the specification as filed as to a 
correlation between the sutures encompassed by 70% identity or variants of the .eciW^uenS and 
znypamcuar function. Further, it is noted that the instant claims fail to provide a reckon of" 

SEES » d^ s c S whic !! cou,d be co ? ,a i ed t0 a particu,ar structure because - -SSS^te^ 

coS. ' ^ PartlCU,ar fi,nCti ° n Whh WhiGh 3ny 3S P ect t0 ca " be 

The Examiner acknowledges that a recitation of a particular function is not required for those nucleic 
acids comprising a defined structure for which a function has been described in the spec fication 
However when the structure of the nucleic acid in the genus varies in such a way that the asoect of the 
structure that provided the described function of the encoded polypeptide is l! ■ necS £SL 
then a testable functional activity is essential to an adequate 4ten description 5ES£T 



B) "Fragments": 

As previously noted, fragment language that encompasses open (comprising) claim laneuatre 
permits unidentified flanking sequence to be added any subsequence of particular SEQ S NO^nd so 
does not allow one skilled in the art to visualize or recognize the identity of the sl^trZ^Zo^ 
described Fragments which comprise unidentified flanking sequence or have variat on^SSr % 
equence thus do not meet the written description requirement. Vas-Cath he. v. MahX 1 9 USP02d 

he fiC dl " t^r 1 mUSt C ° nVey Wkh reaS ° nable clar^olhose skilled in art that^ of 
the filing date sought, he or she was ,n possession of the invention. The invention is for purposes of The 
written description uiquiry, whatever is now claimed." (id at 1117.) The specifiTa L doe^cle Jfv 
allow persons of ordmary skill in the art to recognize that [he or she] invented what ."claimed » (idTt " 

be desenbed and hat comprising" language in and of itself does not render a claim unpatentable The 
Examiner acknowledges both points, but notes that in order to meet the written desc^Eo^rnS? 

lanlT ' T C °u SerVed * at iS re P resentativ e of the genus claimed. For e^^coSL 
anguage is appropna te with respect to nucleic acids comprising the full length coding sequence 7 

nn wT'/ 11611 * e fragm u nt 1 " 0t a funCti0nal fiB « ment men the functi °" of members of the genus of 
TanTn^^^ 

fS^^SSS^^S^Sf^^iS^S^^^^ langUa8e / S ^ ^ t0 ** mtCmal fra ^ ents of — *ic 
acia encoding a B7RP1 polypeptide having a minimal number of amino acid residues as recited (e „ 

encoding a fragment of SEQ ID NO:7 comprising at least about 50 amino ^id^d^S^S is 

drawn to nucleic acid molecules comprising a nucleotide sequence encoding a polypeptide TfL^ent 

Sn^ e tr tant , Cla,mS H d ° n0t : eqUire ** thC flanld ^ Sec > uence be the samfas'mSeofthe^ 
flanking the nucleic acid encoding the fragment of SEQ ID NO:7. sequences 
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C) "Hybridizes Under High Stringency Conditions": 

Applicant has disclosed and reduced to practice three nucleic acids encoding B7-RP1 
polypeptides. The genus of nucleic acids which hybridizes to SEQ ID NOS:6, 1 1 or 16 hybridize to 

1^7^ 

^SZ^^^ ^ mSt3nt CXtenSIVe — thCSe 1 ^ 

Applicant argues in the Response filed 5/5/03 that the instant claims now provide both structure and 

^£^$%£Sr d ^V!; 6 ^ -oded'polypepndes^t St one 

activity characteristic of B7RP1 and concludes that the rejection of record is therefore moot. 

However, extensive variation is still permitted even when hybridization occurs over the full length of a 
sequence under high stringency conditions, particular when the sequence is itself a variam of Z 

n^H 'IT d 111 addlti ° n ' a,th ° Ugh S ° me ° f the subsec «ons of claim 2 nowTc te that the 
encoded polypeptide retains at least one activity characteristic of B7RP1, this requireme ZZ not 
appear m the section reciting the hybridizing nucleic acid and does not appear elsewhere" n The claL such 

activity characteristic of B7RP1 . It is further noted that an activity "characteristic of B7RP1" (even were 
it recited with respect to polypeptides encoded by the hybridizing nucleic acids) does^^ny 
particular function with which any aspect to the structure can be correlated. Finally, it is ZJnoS I tbat 

ond r S T ^ ^ ^ hybridiZing nUC,dc acids h y bridize any pJt cular set of 
conditions. Therefore the instant claims do not appear to provide an adequate written description of 
nucleotide sequences which "hybridize under stringent conditions". description of 

The Examiner for these reasons maintains that the he specification fails to provide an adequate written 
description of the above noted claim limitations. aaequate written 

* 

uTcn^fT W-« Ct n t0 ^ GU | delineS f ° r thC Examinati ™ of Patent Applications Under the 35 

Pt '° ReqUiremem ' Federa ' RCg,Ster ' V01 ' 66 ' N0 " 4 ' P ages 1 1 1. 

The rejections of record are therefore maintained with respect to the amended and newly added claims. 



Application/Control Number: 09/728,421 

Page 7 

Art Unit: 1644 



betas SSS 34 ™ rejeCKd " te 35 US C ' ' 2 ' *" ■»-« *> specification, while 

nucleic acids "consisting of or "comprising" SEQ ID N06 11 or 16- 
nucleic acids encoding polypeptides "consisting of or "comprising" SEQ ID N07 12 or 17- 
nucleic acid fragments of SEQ ID NO:6, 1 1 or 16 in which the clafm ian^age cieily lils me 
fragments to ^sequence of SEQ ID NO:6 1 1 or 16- 

nucleic acids encoding polypeptides having only Hrnjied deviation from a reference sequence ( e e 

L^t aC : r fi ° dmg 3 POlyPCPtide 95% idCntiCal ° Ver the m ^ of SEQ m NO "T^' 8 "' 
having a testable function supported in the specification as filed (and priority documents 
does not reasonably provide enablement for " pnoruy documents), 

A) nucleic acids encoding more extensive "percent identity variants"- 
B nucle.c "fragments" in any form in which the flanking sequences are undefined- and 
C) a nucleotide sequence which "hybridizes under high stringency conditions" 
The specificanon does not enable any person skilled in the art to which ft pertains or with which it is 
most nearly connected, to make and/or use the invention commensurate fascc^^to^ 
Applicant's arguments, filed 5/5/03, with respect to the amended claims have been fully considered but 
have not been found convincing. Applicant's arguments are addressed below in^SSSf 
reiteration of the rejection of record in Paper No. 23 as apphed to the ^^^^fy^U^ 
The specification discloses that the nucleic acids of SEQ ID NO- 1 1 and SFO mwau a ^ 

A) "Encoding Variant Polypeptides": 

JJZ^LT 1 StaK ° f ' he m * * e *™ "* inveMi ° n ™ niade recognized that even 



f 
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which maintained at least one activity characteristic of B7RP1 . 

« t? • , 8 RP1 3nd stimu,atl0n of T cell proliferation and/or activation (page 42 at 
lines 1-6). The mstant recitation encompasses in its scope any activity that mav bv anv .mH^wf 

member of the B7 family, ,t was unpredictable as to what particular activitiel would be "characterktic" of 

ssss zssrr*' which may be considered - ■ 

polypeptides disclosed in the specification as filed is unnecessarily, and impro^exZve and undue 
It is again suggested that Applicant limit the claims to nucleic acids sequences encoding Dolvoentide, 

Lrr? y r te , d vanation (e * 950/0 identity) ° ver w z*™ 

testable functional activity supported in the specification and priority documents ^* 



B) "Fragments": 



lom NOS t d I" 3 ? 6 SklHed a,1iSan Can make fra ^ ents ^ "lequen es o'Sividua, 
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Applicant argues in the Remarks filed 5/5/03 that the specification provides guidance as to flanking 
p^oSr? / Me t V m i dC 3Cid enCOdm8 a ^nt of BTRPUsuch as me addt^of the 
pS^^ 

The Examiner acknowledges that the specification does provide sufficient guidance with respect to 
certain fusion proteins. However, guidance with respect to a fusion protein comprising the ^cellular 
domain fragment of B7RP1 and the Fc regl on of IgGl is a single example limited to anuclelcS 
encoding a particular fragment of B7RP1, the extracellular domain. The scope of the instant claims 
encompasses any fragment and any additional sequences. The issue is not the 'U^a^^L per 
se i is the fact that insuffic.ent guidance appears to have been provided with respecUo th § e iStyof th 



C) "Hybridization": 

in and o^S^^t ^ SCqUenCeS *f high Conditions does 

L el. T ? , ^° sec * uences encode P™teins which share any functional activity Thus 

£S 5^%EZ t0 recitation of " hybridizes " as were noted above with respect » 

Applicant argues in the Response filed 5/5/03 that the instant claims now provide both structure and 
function because the hybridization is over the full length at high stringency and the SSS^tides 

mS£tJT CharaCteriStiC ° f B?RP1 • ApPhCant C ° ndudeS * at the °fr1Z7lf 



However, extensive variation ,s still permitted even when hybridization occurs over the full length of a 
sequence under high sfringency conditions, particular when the sequence is itself a variam of thf 
referenced nucleic acid. In addition, although some of the subsections of claim 2 now rec te that the 
encoded polypept.de retams at least one activity "characteristic of B7RP1", this requlmem does not 

Sle 1 " the r?° n reClting ^ hybridlZmg " UCleiC add and does not ™™ elsele^rthe clim such 
hat the construction requires that the hybridizing nucleic acid encoded a polypeptide with at least one 

T te " St,C ° f B7 1 RPL 11 iS fUIther n ° ted that m activi * "characteristic of 87^1" ^ even were 
it recit d with respect to polypeptides encoded by the hybridizing nucleic acids) does not pro v£ any 
part ular function with which any aspect to the structure can be correlated. Finally, it JESttat 

conSltioTs reqUire * at ^ hybridlZmg nUC,CiC 3CidS hybndize under Particular s't of 

Therefore the instant hybridization language still does not require a testable function and limitations 
regarding both the hybridization conditions and thus does noUllow the sJS^X^^L the 
hybridizing nucleic acids commensurate in scope with the instant claims without undue ^"enmlfion 

Thus with aspect to the above noted claim limitations, each of which encompass considerable breadth 
and for each of which the specification provides only limited guidance; it would reqX undue 

Z^SZ^ f^ 3rtlSai ; t0 ^ and SUCh P « ;S = thus the^SLon left to 
those skilled in the art is unnecessarily, and improperly, extensive and undue. 

The rejections of record are therefore maintained with respect to the amended and newly added claims. 
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descnpta, rejection ,s set forth herein. Th,s is . New Matter rejection for the MtoZ^i^T 
iK^Tll r e " dm T,' aS f "° NeW Mat,er has been P"ints to the specification at oa<* 

an.no ac,d 30 lu fte arbox^crm,„us and showing tha, the amino terminus could be a, positions' , 9, 

l^lu^i^T^: m cla,m 2 ^ proyides support for ai,eraaK — ' 

that .TttT 1 ^ H that thCre iS SUPP ° rt f ° r 3ltemate amino termini (•» "cited ^ original claim 2) and 
h " f he tr T ated ammo termmus is renumbered as «P then the polypeptide set ff£ 12A 
could be sa,d to have a carboxy terminus at about residue 302. However there doe Tot J^t Z 

c=^^^ 
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Claim Rejections - 35 U.S.C. §§ 102 and 103 

10 The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

» a wii^ss^ - " docuraen,) as evidenced * GenBank a ~ 

h^'lT.? T'"!,"' 8, flled 5/5 ' 03 ' Wi ' h respect 10 * e • ma » M °>°ims have been fully considered but 
have not been found convmcmg. Applicant's arguments are addressed following a reiterTon ol 1 
rejects of reeord ,n Paper No. 23 as applied to the amended and newly added ctainT 

Ishikawa et al. teach K1AA0653, and that the sequence information for the cDNA of KIAA0653 is 
amiable under accession number AB014553 (see entire document, but especially TaWeTflrst column) 

, r I ,. P 8 regarding ongmal screening method); therefore, the cDNA clone 
KIAA0653 must also have been operably linked to an expression control sequence and placed in a tet 

^T^l^^ 10 CD80 ' M *- of ,te B7 fara * ° f 

f^SEETj^g*-"' "*""» - forth - S *3 B NO: ,1. Thus KIAA0653 ,s 

the nucleotide sequence as set forth in SEQ ID NO: 1 1 ; 
288; nUCle ° tide SCqUence encodin H a polypeptide as set forth in SEQ ID NO: 12 from residues 1- 

rt™« i no nUCle ° tid ! Seq " ence f codin 8 a Polypeptide fragment of at least about 25, 50, 75 100 or ereater 
than 100 ammo acid residues of instant SEQ ID NO: 12; greater 

♦ *! nu °' e ° tide se q u ence comprising a fragment of at least about 10, 15 20 25 50 75 100 nr 
greater than 100 nucleotides of SEQ ID NO:ll; and ' 

a nucleotide sequence which hybridizes under high stringency conditions to SEQ ID NO:l 1. 
KMA0653 also encompasses the nucleic acid sequence as set forth in SEQ ID NO- 1 6 from 
noC 7, ft nUde0t f T t0 1098 - ^ KIAA0653 is also a "^'eotide sequence encoding a 

SK^^r? ° f ^ eaSt / b ° Ut 25 ' 5 °' ?5 > 100 ° r than 100 amino\ cl d eX of nstant 

mnn t ' I' an f^ nucl f otl de sequence comprising a fragment of at least about 10 15 2^25 50 75 
100 or greater than 100 nucleotides of SEQ ID N0.16. ' * 

Applicant argues in the Remarks filed 5/5/03 that Ishikawa et al. is a non-enabling reference because it 
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It is acknowledged that in some cases sequence information may be held in a confidential manner by 
GenBank upon request by the submitter. However, it is noted that the policy of GenBank has been that if 
a paper citing the sequence or accession number is published prior to a specified date, the sequence will 
be released upon publication. Thus is appears that the disclosure of the GenBank accession number in 
Ishikawa etaL was sufficient to place the public in possession of the instantly claimed invention because 
even though the release date of Accession No. AB014553 was after the effective filing date of the instant 
claims, the policy of GenBank regarding sequence availability after publication permitted a public in 
possession of the Accession No. taught by Ishikawa et al. to obtain the sequence information 

It is further noted that the Ishikawa et al. indicate in Section 2.2 that the reaction conditions and PCR 
primers were available upon request (see especially first partial paragraph, page 172). Thus even in the 
absence of the GenBank accession number, it would appear that Ishikawa et al. provided the necessary 
information to place the public in possession of a method of making the instantly claimed invention. 

Applicant is again reminded that no more of the reference is required than that it sets forth the substance 
of the inven tion The ; instant limitations, including encoding a polypeptide with at least one activity 
characteristic of B7RP1 ", would be inherent properties of KIAA0653. 

The reference teachings thus anticipate the instant claimed invention. 

The rejection is therefore maintained as applied to the amended claims. 



12. Claims 2, 4 6 and 34 are rejected under 35 U.S.C. 102(b) as being anticipated by GenBank 
Accession No. R23544 (GL778432, released 20 April 1995, of record). 

Applicant's arguments, filed 5/5/03, with respect to the amended claims have been fully considered but 
have not been found convmcing. Applicant's arguments are addressed following a reiteration of the 
rejection of record m Paper No. 23 as applied to the amended and newly added claims. 

^nm MnVf °I ated nU f ic f id se 1 uence 365 nucleotides m length that is 100% identical to instant 
isfcQ ID NO: 1 1 from nucleotide 407 to 771. 

mstnt SZm 1 ! l 0mPriSeS inStant , SE Q m N0:1 theref <»e R23544 is also 100% identical to 
instant bEQ ID NO: 16 from approximately nucleotide 606 to 970. 

R23544 is also taught to be a cDNA insert of a clone that is propagated in the lab host DH10B a 
prokaryotic cell. ' 

R23544 is also: 

than inn nUcleotid <: se( l" ence e " codi "g a Polypeptide fragment of at least about 50, 75, 100 or greater 
than 100 ammo acid residues of instant SEQ ID NO: 1 2 or instant SEQ ID NO- 1 7- 

a nucleotide sequence comprising a fragment of at least about 75, 100 or gVeater than 100 
nucleotides of SEQ ID NO: 11 or SEQ ID NO: 16; and 

NO- 16 3 nUCle0tide sec J uence which hybridizes under stringent conditions to SEQ ID NO: 1 1 or SEQ ID 
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^Z^^ ( ? enBank ACCeSSi ° n N °- ™ 544 fails t0 teach each every element of any 
subpart of the instant claims as amended. Applicant armies that im w h«« ♦ ei «nent ot any 

Applicant also argues that no functional information is provided for R23544 and thus the reci^ti ™ 
requ.rmg that vanous encoded polypeptides have at least one activity ^wS^B7OTrT. 

encoded by R23544 would not possess at least one activity characteristic of B7RP1 



'IT teUg '" 10 " e " CDNA ° f 8 C '° ne lhM is ""W- - *> I* host DH10B, a 
AA5 10455 is also: 

of in. J rEtmNoT 11 " enC ° ding 3 P ° IyPePtide fra§ment ° f 31 3b0Ut 50 amino acid resi ^s 
»«leati£^^ 100 or greater than ,00 

a nucleotide sequence which hybridizes under stringent conditions to SEQ ID N0 6 
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Applicant also argues that no functional information is provided for AA5 1 M« ^ .1 
|equ,n„ g tha, various encoded polypeptides have a, to of W t>r ,? 

encoded by AA5,04 55 ^^ISTr^SS^^r^ 

s^s^r^trssr claimed inven,ion md ,he rcjMi °° * — - 



set forth ,n 'iST" °" 5 U S C '° 3(a) Wh ' Ch f °™ S "* tasis ( °< °" **■«— rejections 

matter as a whole would have been obvious at ZZf.h be P ate "'^ and the prior art are such that the subject 

Re,™" 99 a 8 nd 5 6 169.Xof^ r d -l*?' \" m " I*'" 8 — '*^wa et al (DNA 

htf rsrdtn™ 3 ' wi,h res ^ 10 ,he mmM chim hme 

Se% tt£J^*££Z^^»*> « -Pra, and tha, 

e. a,, have no, been found L^^Z^^L^"'' 3 '~ "■"*« ,Shfa ™ 

The rejection of record is applied to the amended and newly added claims as set form below 

ot7XS, compnsmg 2 B7RW ™*« «* *»* - - - - a 

TO06 5 a 3. haVe ^ Md <» "*t *■* = B7 (CD80> re l. ttd polypeptide encoded 
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Although a host cell was necessarily present in the teachings of Ishikawa et al. since the protein was 
comprising ^OesT 1 ' * ^ ^ * h ° St CC " ° r 3 P roka ^ ^st cell 

However, as noted supra, Ishikawa et al. do teach that the ordinary artisan at the time the invention was 
made was motivated to express the protein so that the protein could be further characterized. 

Linsley et al. teach the B7 (CD80) polypeptide and its characterization as a co-stimulatory protein (see 
entire document, e.g., "Summary of the Invention" at columns 3-4). 

Linsley et al. teach that the B7 protein could be expressed in either a prokaryotic or eukaryotic host cells 
(see columns 7-9 m particular). 

The ordinary artisan at the time the invention was made would therefore have found it obvious to express 
he protein product of KIAA0653 in either a eukaryotic or prokaryotic host cell. The ordinary artisar! at 
the time the invention was made would have been motivated to express the protein product of KIAA0653 
using each type of host cell, since each system has its own advantages and disadvantages (e g 
glycosylation patterns, ease of isolation of protein, etc.). Expression of proteins in either eukaryotic or 
prokaryotic hosts was a matter of common practice at the time the invention was made, such that the 
ordinary artisan would have had a reasonable expectation that both types of host cells could be used 
Therefore, the invention as a whole was prima facie obvious to one of ordinary skill in the art at the time 
the invention was made, as evidenced by the references, especially in the absence of evidence to the 
contrary. 



Double Patenting 

,!Lr S'S? r mr'V, 0 h °!. d in abeya " Ce thC previ ° US rejection of cIaim 2 - 7 as Provisionally rejected 
under 35 U.S.C. 101 until such time as allowable subject matter is determined is acknowledged. 



IDS 

17. Applicant's IDS, filed 2/6/03 (Paper No. 24), is acknowledged. 

r^T'* SU !Tc S i0n u ° f I) Search Re P° rts on the ro S is acknowledged, however this citation has been 
crossed out as the Search Report per se is not appropriate for an IDS. 
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Conclusion 

18. Claims 35 and 38 appear to be allowable. 

19 q Aclaim drawn to an .solated nucleic acid consisting of SEQ ID NO: 1 1 would appear to be free of the 



extension of toe policy as set forth in 37 CFR L136(?) § ^ * reminded of the 

A shortened statutory period for reply to this final action is set to exnire Tffl? vv iv/rnxrmo *. L 
mailing date of this action. In the event a first reply S SoST 7 , 
this final action and the advisory action is not mailed maZZ^^^^t^ ° f 
shortened statutory period, then the shortened statutory period iS^^fh^^^ 
is mailed, and any extension fee pursuant to 37 CFRIlSJ?^ T adm0ry aCtl ° n 

the advisory action. In no event however will 2^ V?* } ^ fr ° m the mailm g *** of 

MONTHS the ^f^S^ 11 ** ^ ^ ^ later *an SIX 

November 15, 1989). The CM1 Fax Center number for after final submissions is 703 872-9307 
Jessica Roark, Ph.D. 

Patent Examiner p. 

Technology Center 1 600 puim .ir 1 ^^ ^ "^^l 

July 22, 2003 S^ MB£L ' 



